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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 
Claims 1-40 are pending in this action. 



Information Disclosure Statement 

! 

1 . The Information Disclosure Statement filed on October 16 th , 2002 has been 
considered. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
v of such treaty in the English language 

3. Claims 1, 4, 5, 11, 12, 14, 17, 18, 24, 25, 28, 31, 32, 38 and 39 are rejected 
under 35 U.S.C. 102(e) as being clearly anticipated by van Gilluwe et al., US 6,351 ,850 
B1 (hereinafter van Gilluwe). 

4. In regard to claim 1 , van Gilluwe discloses: 

- " A method for an automated operating system upgrade in an 

information handling system, from an older version to a newer version, 
comprising: initiating a preparation for the upgrade from an operating 



system upgrade preparation media..." (E.g., see Figure 5 & Column 4, 
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lines 3-11), wherein a storage medium on a computer system is 
prepared for the operating system ugrade. 

- "... determining an eligibility of the information handling system for 
upgrade in response to the preparation; and proceeding with the 
upgrade preparation in response to an eligibility determination, 
otherwise terminating the upgrade preparation" (E.g., see Figure 2 & 
Column 8, lines 33-44), wherein a determination is made in response 
to the preparation; and the preparation proceeds if the prior version 
exists, and if not the program terminates. 

5. In regard to claim 4, the rejections of base claim 1 are incorporated. 
Furthermore, van Gilluwe discloses: 

- "... executing a preparation program from the operating system 
upgrade preparation media, the program including instructions 
executable by the information handling system for scanning a current 
hardware configuration of the information handling system..." (E.g., see 
Figure 5-7 & Column 6, lines 6-34), wherein the processor executes 
the instructions (line 6). The hardware configuration is obtained by 
reading the memory (scanning). 

- "... determining the eligibility of the information handling system for the 
upgrade includes comparing the scanned current hardware 
configuration with a listing of hardware configurations predetermined to 
be compatible with the newer version of the operating system" (E.g., 



Application/Control Number: 1 0/087,384 Page 4 

Art Unit: 2122 

see Figure 4 & Column 6, lines 42-49), wherein the configuration data 
is compared with the newer version configurations and the result or 
eligibility is determined. 

6. In regard to claim 5, the rejections of base claim 4 are incorporated. 
Furthermore, van Gilluwe discloses: 

- "...retrieving a system identification from the information handling 
system, and further wherein determining the eligibility of the 
information handling system for the upgrade includes comparing the 
retrieved system identification with a listing of system identifications 
predetermined to be compatible with the newer version of the 
operating system" (E.g., see Figure 5 & Column 6, lines 35-49), 
wherein the operating system identification (line 38) is compared with 
the identification of the selected operating system and the result or 
eligibility is determined. 

7. In regard to claim 11, the rejections of base claim 1 are incorporated. 
Furthermore, van Gilluwe discloses: 

- "...retrieving an identification of at least one software program from a 
system memory of the information handling system; determining an 
incompatibility of the software program with the upgrade operating 
system..." (E.g., see Figure 5 & Column 7, lines 5-11), wherein the 
retrieved installation characteristics of the identified operating system 
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to be installed are different than the indentified program on the data 
storage medium. 

"... and providing a user-selectable option for automatically uninstalling 
the software program in response to an incompatible determination" 
(E.g., see Figure 6 & Column 7, lines 5-23), wherein the user may 
delete or uninstall the software program in response to a difference 
from the critical characteristics or an incompatible determination. 

8. In regard to claim 12, the rejections of base claim 1 are incorporated. 
Furthermore, van Gilluwe discloses: 

- "...executing, in response to a completion of the automated operating 
system upgrade preparation, an upgrade operating system program 
from an upgrade operating system media" (E.g., see Figure 5 & 
Column 6, lines 50-62). 

9. As per claims 14, 17, 18, 24 and 25, this is a computer program product version 
of the claimed method discussed above, in claims 1, 4, 5, 11 and 12, wherein all 
claimed limitations have also been addressed and/or cited as set forth above, wherein 
van Gilluwe also discloses a computer readable storage medium storing "computer 
readable program code" (E.g. see, Figure 4 and associated text & Column 4, lines 32- 
40). 

10. As per claims 28, 31 , 32, 38 and 39, this is a computer program version of the 
claimed method discussed above, in claims 1, 4, 5, 11 and 12, wherein all claimed 
limitations have also been addressed and/or cited as set forth above, wherein van 
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Gilluwe also discloses a computer readable storage medium storing "computer 
readable program code" (E.g. see, Figure 4 and associated text & Column 4, lines 32- 
40). 



Claim Rejections ■ 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 2, 3, 15, 16, 29 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over van Gilluwe in view of Pedrizetti et al., US 6,151 ,708 (hereinafter 
Pedrizetti). 

13. In regard to claim 2, the rejections of base claim 1 are incorporated. But van 
Gilluwe does not expressly disclose a display page. However Pedrizetti discloses: 

- "...prior to initiating the preparation, providing a user interface display 
page, the user interface display page outlining step-by-step upgrade 
instructions, the instructions including a user-selectable option to 
continue with the upgrade preparation." (E.g., see Figure 6A-6G & 
Column 8, lines 48-60), wherein a user interface display is shown 
(Figure 6A) and instructions are given when user interaction is needed 
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(step-by-step). Additionally, the upgrade preparation will continue with 

a user-selectable option as shown (Figure 6A). 
Van Gilluwe and Pedrizetti are analogous art because they are both concerned 
with the same field of endeavor, namely, an automated method for preparing to upgrade 
software. Therefore, at the time the invention was made, it would have been obvious to 
a person of ordinary skill in the art to combine Pedrizettis' user interface outlining 
instructions including a user-selectable option to continue with upgrade preparation with 
van Gilluwe upgrade preparation process. The motivation was disclosed by van 
Gilluwe, as he implicitly teaches instruction steps and user-options, e.g. see, "visual 
warning" on the "computer system display" (Column 7, lines 1 0-1 1 ). Thus it would have 
been obvious to implement Pedrizettis' more advanced user-display into van Gilluwes' 
preparation for the benefits of user-friendliness. 

14. In regard to claim 3, the rejections of base claim 2 are incorporated. 
Furthermore, Pedrizetti discloses: 

- "...includes a web page" (E.g., see Figure 6A & Column 7, lines 42- 

45), wherein an html page is taught which contains the address of a 

web page. 

Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to combine Pedrizettis' web page with van Gilluwes' 
upgrade preparation process. The motivation was disclosed by van Gilluwe, as he 
teaches "a computer readable storage medium" for controlling a computer system to 
receive an operating system (Column 4, lines 32-44). Thus it would have been obvious 



Application/Control Number: 10/087,384 Page 8 

Art Unit: 2122 

to implement Pedrizetti's web page to include all the benefits and motivation that an 
internet brings to modern systems. 

15. As per claims 15 and 26, this is a computer program product version of the 
claimed method discussed above, in claims 2 and 3, wherein all claimed limitations 
have also been addressed and/or cited as set forth above, wherein van Gilluwe also 
discloses a computer readable storage medium storing "computer readable program 
code" (E.g. see, Figure 4 and associated text & Column 4, lines 32-40). 

16. As per claims 29 and 30, this is a computer program version of the claimed 
method discussed above, in claims 2and 3, wherein all claimed limitations have also 
been addressed and/or cited as set forth above, wherein van Gilluwe also discloses a 
computer readable storage medium storing "computer readable program code" (E.g. 
see, Figure 4 and associated text & Column 4, lines 32-40). 

17. Claims 6-8, 19-21, 27 and 33-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over van Gilluwe in view of Dosdson, US 6,514,159 B1 (hereinafter 
Dodson). 

18. In regard to claim 6, the rejections of base claim 1 are incorporated. But van 
Gilluwe does not expressly disclose a retrieving a system BIOS and determining if it is 
current and if not upgrading or replacing it. However Dodson discloses: 

- "... retrieving a system BIOS Rev from a system memory of the 
information handling system; and determining whether the system 
BIOS Rev is a current version and if not current, then obtaining an 
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upgrade system BIOS Rev from the upgrade media and replacing the 
system BIOS Rev with the upgrade BIOS Rev" (E.g., see Figure 7 & 
Column 5, lines 44-55), wherein the MBU interface updates the BIOS 
upon the BIOS version or Rev being obtained and compared. 
Van Gilluwe and Dodson are analogous art because they are both concerned 
with the same field of endeavor, namely, an automated method for preparing to upgrade 
software. Therefore, at the time the invention was made, it would have been obvious to 
a person of ordinary skill in the art to combine Dodsons' BIOS revision with van 
GHIuwes' upgrade preparation process. The motivation was disclosed by van 
Gilluwes' concept itself as an operating system interfaces with the BIOS to interact with 
the hardware. Thus, it would have been obvious to one of ordinary skill in the art, to 
upgrade or replace a BIOS version when upgrading an operating system. Furthermore, 
an upgraded BIOS yields some of the same efficiency as the operating system, e.g. 
faster input/output, enhancing system performance, etc. 

19. In regard to claim 7, the rejections of base claim 6 are incorporated. But van 
Gilluwe does not expressly disclose flashing the upgrade BIOS. However Dodson 
discloses: 

- "...flashing the upgrade BIOS Rev" (E.g., see Figure 10B & Column 6, 
lines 61-62), wherein the BIOS is flashed. 

20. In regard to claim 8, the rejections of base claim 6 are incorporated. But van 
Gilluwe does not expressly disclose retrieving identification of a driver and in response 
copying an upgraded driver. However Dodson discloses: 
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- ". . . retrieving an identification of at least one driven." (E.g. , see Figure 
2 & Column 2, lines 60-62), wherein determining the driver version or 
retrieving an identification of a driver is performed. 

- "... copying an upgrade driver from the upgrade media to the 
information handling system, the upgrade driver having been selected 
in response to the retrieved driver identification" (E.g., see Figure 3 & 
Column 3, lines 62 - Column 4, line 12), wherein the results are 
compared to a driver stack, a driver determined in response and then 
installed. 

21. As per claims 19-21, these are a computer program product version of the 
claimed method discussed above, in claims 6-8, wherein all claimed limitations have 
also been addressed and/or cited as set forth above, wherein van Gilluwe also 
discloses a computer readable storage medium storing "computer readable program 
code" (E.g. see, Figure 4 and associated text & Column 4, lines 32-40). 

22. As per claim 27, the arguments and limitations from claims 14, 15, 17 and 19 are 

incorporated, wherein all claimed limitations have also been addressed and/or cited as 

» 

set forth above. 

23. As per claims 33-35, these are a computer program version of the claimed 
method discussed above, in claims 6-8, wherein all claimed limitations have also been 
addressed and/or cited as set forth above, wherein van Gilluwe also discloses a 
computer readable storage medium storing "computer readable program code" (E.g. 
see, Figure 4 and associated text & Column 4, lines 32-40). 
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24. Claims 9, 13, 22, 26, 36 and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over van Gilluwe in view of Dodson and further in view of obviousness. 

25. In regard to claim 9, the rejections of base claim 8 are incorporated. But van 
Gilluwe and Dodson do not expressly disclose at least one of an audio driver, video 
driver, modem driver and network driver. However, at the time the invention was made, 
it would have been obvious, to one skilled in the art that the driver would include "...af 
least one of an audio driven video driver, modem driver, and network driver" The 
motivation was disclosed by Dodson wherein he teaches to inspect the current drivers, 
compare and replace them based on the hardware configuration. It would be obvious 
to included a modem and network driver as Dodson's invention is performed on a 
distributed network and would thus require such drivers. Additionally, it is obvious to 
one of ordinary skill in the art to upgrade if necessary aforementioned drivers when 
upgrading an operating system. Thus, it would have been obvious to one of ordinary 
skill in the art, at the time the invention was made to include at least one of audio, video, 
modem or network driver in the driver upgrade. 

26. In regard to claim 13, the rejections of base claim 4 are incorporated. 
Furthermore, van Gilluwe discloses: 

- "... the current hardware information" (E.g., see Figure 5 & Column 6, 
lines 17-34), wherein the storage medium is hardware. 
But van Gilluw does not expressly disclose "displaying the current hardware 
information" on a display device. However, it would have been obvious to display the 
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information to a user to one of ordinary skill in the art. The concept of displaying the 
hardware information is motivated by Dodson (Figure 3, Column 3. lines 50-62), 
wherein the results are returned. Although it is not explicitly stated to display to the 
user, both Dodson and van Gilluwe imply the event in their main concept of an 
automated display. It is obvious that if an automated program needs input it interfaces 
with the user. At the time the invention was made, it would have been obvious to one 
of ordinary skill in the art to shown the user what they have in order to assist the 
decision by the user. Thus, it would have been obvious, to one of ordinary skill in the 
art to combine a hardware information displayed to the user to the upgrade process. 

27. As per claims 22 and 26, these are a computer program product version of the 
claimed method discussed above, in claims 9 and 13, wherein all claimed limitations 
have also been addressed and/or cited as set forth above, wherein van Gilluwe also 
discloses a computer readable storage medium storing "computer readable program 
code" (E.g. see, Figure 4 and associated text & Column 4, lines 32-40). 

28. As per claims 36 and 40, these are a computer program version of the claimed 
method discussed above, in claims 9and 13, wherein all claimed limitations have also 
been addressed and/or cited as set forth above, wherein van Gilluwe also discloses a 
computer readable storage medium storing "computer readable program code" (E.g. 
see, Figure 4 and associated text & Column 4, lines 32-40). 

29. Claims 10, 23 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over van Gilluwe in view of Dodson and further in view of Pedrizetti. 
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30. In regard to claim 10, the rejections of base claims 1 f 6 and 8 are incorporated. 
But the combined teaching of van Gilluwe and Dodson do not expressly disclose 
automatically detecting the upgrade driver from a setting in a registry. However 
Pedrizetti discloses: 

- "... setting a registry in the information handling system, the registry 
configured to enable the newer version of the operating system to 
automatically detect the upgrade driver" (E.g., see Figure 2 & Column 
4, lines 12-19), wherein the upgrade driver is selected for the driver ID 
automatically contained in the registry. Furthermore the "Windows 
Registry file" is disclosed which is known to one of ordinary skill in the 
art to automatically detect the upgrade driver. 
Pedrizetti and the combined teaching of Van Gilluwe and Dodson are 
analogous art because they are both concerned with the same field of endeavor, 
namely, an automated method for preparing to upgrade software. Therefore, at the time 
the invention was made, it would have been obvious to a person of ordinary skill in the 
art to combine the combined teaching with Pedrizettis' teaching of a registry setting to 
automatically detect the upgrade driver. The motivation is taught by van Gilluwe 
(Column 8, lines 4-5), wherein, an automatic execution of the best method without user 
input is taught. Thus, it would have been obvious to one of ordinary skill in the art, to 
use a method that further automates the system. Further automation also increases 
efficiency, enhancing system performance. 
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31 . As per claim 23, this is a computer program product version of the claimed 
method discussed above, in claim 10, wherein all claimed limitations have also been 
addressed and/or cited as set forth above, wherein van Gilluwe also discloses a 
computer readable storage medium storing "computer readable program code" (E.g. 
see, Figure 4 and associated text & Column 4, lines 32-40). 

32. As per claim 37, this is a computer program version of the claimed method 
discussed above, in claim 10, wherein all claimed limitations have also been addressed 
and/or cited as set forth above, wherein van Gilluwe also discloses a computer 
readable storage medium storing "computer readable program code" (E.g. see, Figure 4 
and associated text & Column 4, lines 32-40). 

Conclusion 

33. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Hiller et al., US006658659B2 

- Stupek, Jr. et al., US005960189A 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J Romano whose telephone number is (571 ) 272- 
3872. The examiner can normally be reached on 8-5:30, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q Dam can be reached on (571) 272-3695. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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